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DETAILED ACTION 

Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 1-3, 5, 6, and 9-12 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Ueda (JP 59-196338) and further in view of Imamura (US 3,913,652) 
and Scriver (US 4,192,366) . Ueda teaches a tread composition comprising between 5 
and 60 phr of natural rubber and/or polyisoprene having a cis 1 ,4 content greater than 
90 percent (Abstract). Thus, Ueda positively suggests a composition containing both 
natural rubber and cis 1 ,4 polyisoprene, wherein the 1 ,4 content is at least 99 percent 
and the 3,4 content is not more than 0.5 percent (disclosure of Ueda fully encompasses 
claimed combination), it being noted that a cis 1 ,4 content of about 99 percent is 
consistent with typical or conventional tread compositions, as shown for example by 
Scriver (Column 2, Lines 20-25). Ueda, however, is completely silent with respect to 
the Mooney viscosity of the cis 1 ,4 polyisoprene. In any event, the claimed viscosity is 
consistent with the high cis 1 ,4 polyisoprenes used in the tire industry, as shown for 
example by Imamura (Column 2, Lines 22-25). Absent any conclusive showing of 
unexpected results, one of ordinary skill in the art at the time of the invention would 
have found it obvious to use a cis 1,4 polyisoprene having the claimed Mooney 
viscosity. 
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Regarding claims 2 and 3, Ueda broadly teaches the use of natural rubber and 
cis 1 ,4 polyisoprene at a total loading between 5 and 60 percent (based on 100 phr of 
total rubber components). Based on the general disclosure of Ueda, one of ordinary 
skill in the art at the time of the invention would have found it obvious to use more 
natural rubber, less natural rubber, or the same amount of natural rubber, as compared 
to the cis 1 ,4 polyisoprene content. 

As to claims 5 and 6, the rubber composition of Ueda includes carbon black (e.g. 
HAF) at a loading of 50 phr (Table 2). 

With respect to claim 9, the composition of Ueda is sulfur crosslinkable. 

Regarding claims 10 and 1 1 , the language "used for tread" and "used for a 
casing member" do not further define the makeup of the claimed rubber composition. 

3. Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over Ueda, 
Scriver, and Imamura as applied in claim 1 above and further in view of Inui (US 
5.191.003) . As noted above, the composition of Ueda includes HAF carbon black. 
While the reference is silent with respect to the nitrogen adsorption specific surface 
area, HAF carbon blacks are known to have a surface area greater than 70 m 2 /g, as 
shown for example by Inui (Column 4, Lines 13-25). Absent any conclusive showing of 
unexpected results, one of ordinary skill in the art at the time of the invention would 
have found it obvious to use a carbon black having the claimed surface area. 

4. Claims 1-6 and 8-12 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Segatta (US 5,396,940) and further in view of Imamura and Scriver . Segatta is 
directed to a rubber composition comprising 5-95 phr of epoxidized natural rubber 
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(claimed natural rubber), 5-95 phrof cis 1,4 polyisoprene, and 5-85 phr of silica 
(Column 1 , Lines 63+). In this instance, given the general disclosure of Segatta, one of 
ordinary skill in the art at the time of the invention would have found it obvious to use a 
combination of natural rubber and cis 1 ,4 polyisoprene. 

While Segatta is silent with respect to the cis 1 ,4 content and associated Mooney 
viscosity, the claimed characteristics are consistent with the conventionally used 
polyisoprene rubbers in the tire industry, as shown for example by Imamura (Column 2, 
Lines 22-25) and Scriver (Column 2, Lines 20-25). Absent any conclusive showing of 
unexpected results, one of ordinary skill in the art at the time of the invention would 
have found it obvious to use the claimed cis 1 ,4 polyisoprene. 

Regarding claims 2-4, the total content of natural rubber and cis 1 ,4 polyisoprene 
is 100 phr. 

As to claims 5, 6, and 8, the composition of Segatta includes between 5 and 85 
phr of silica having a surface area between 40 and 600 m 2 /gram. Absent any 
conclusive showing of unexpected results, one of ordinary skill in the art at the time of 
the invention would have found it obvious to select a surface area of at lest 180 
m 2 /gram. 

With respect to claim 9, the composition of Segatta is sulfur crosslinkable 
(Abstract). 

Regarding claims 1 0 and 1 1 , the language "used for tread" and "used for a 
casing member" do not further define the makeup of the claimed rubber composition. 
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As to claim 12, the rubber composition of Segatta is used for the manufacture of 
tire treads and/or carcass plies (casing member). 

Conclusion 

5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Justin R. Fischer whose telephone number is (571) 

272- 1215. The examiner can normally be reached on M-F (7:30-4:00). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Richard Crispino can be reached on (571) 272-1226. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Justin Fischer 

/Justin R Fischer/ 

Primary Examiner, Art Unit 1791 

January 23, 2009 
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